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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election with traverse of Group I, claims 1 -3, 5 and 7 in the reply filed 
on June 6, 2008 is acknowledged. The traversal is on the ground(s) that Group I and 
Group II relate to a single inventive concept because they share the same or 
corresponding special technical features. This argument is not found convincing for 
several reasons. First, contrary to applicant's assertion, the limitation in claim 1 requiring 
"mixing 0.05% to 0.1% by weight of the silver based-based antibiotic substance in the 
form of pellets with a resin" is NOT a shared technical feature among the groups. 
Rather, the shared technical feature is "mixing the silver based antibiotic substance in 
the form of pellets with a resin." This feature does not qualify as a special technical 
feature because it does not make a contribution over the prior art, as evidenced by 
Miira. 

The applicant asserts that the examiner must consider each invention as whole 
and not focus on a particular feature of each group. The applicant should note that the 
examiner need only show that the shared technical features between the groups do not 
make a contribution over the prior art. "With respect to a group of inventions claimed in 
an international application, unity of invention exists only when there is a technical 
relationship among the claimed inventions involving one or more of the same or 
corresponding special technical features." MPEP 1850 (II). In other words, unity of 
invention only exists if a limitation shared between the groups qualifies as a special 
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technical feature. In this case, none of the shared limitations qualify as special technical 
features. 

2. Applicant's election with traverse of Species B, claim 3 in the reply filed on June 
6, 2008 is acknowledged 

The traversal is on the ground(s) that 37 C.F.R. 1.146 allows a reasonable 
number of species in an application. The examiner asserts that 37 C.F.R. 1 .146 does 
not set forth such a statement. Rather, the rule says that the examiner may not require 
restriction of more than a reasonable number of species. Nonetheless, the applicant 
should note that because this instant applicant was filed as a 371 national stage 
application, restriction of species is governed by the rules and procedures set forth in 
MPEP 1850. 

The requirement is still deemed proper and is therefore made FINAL. 

Specification 

3. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1 .75(d)(1 ) and MPEP § 608.01 (o). Claim 7 
requires that the preform of the finished product be formed by means of a master batch 
method. The claim, as being dependent upon claim 1 and 3, thus requires that the silver 
based substance be mixed into the preform of the part and that a layer comprising the 
silver based substance mixed with a resin be formed on the surface of the preform by 
multi-extrusion. The specification does not provide proper antecedent basis for such a 
method. The specification only provides proper antecedent basis for a method of mixing 
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a silver based substance with a resin using a master batch method and then forming the 
preform by injection molding with the silver based substance mixed with the resin. The 
applicant is required to amend the specification to provide proper antecedent basis for a 
method requiring the mixing of the silver based substance with a resin, forming a 
preform of part from said mixed silver based substance and resin, and forming an 
antibiotic layer on said formed preform, wherein said antibiotic layer is formed by mixing 
the silver based substance in the form of pellets with a resin as required by claim 1 . 



Claim Rejections - 35 USC §112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claim 3 rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

6. Where applicant acts as his or her own lexicographer to specifically define a term 
of a claim contrary to its ordinary meaning, the written description must clearly redefine 
the claim term and set forth the uncommon definition so as to put one reasonably skilled 
in the art on notice that the applicant intended to so redefine that claim term. Process 
Control Corp. v. HydReclaim Corp., 190 F.3d 1350, 1357, 52 USPQ2d 1029, 1033 (Fed. 
Cir. 1999). The term "multi-extrusion" in claim 3 is used by the claim to mean "a 
preform of a part of a refrigerator is first extruded and the preform is then put into a mold 
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to form the antibiotic layer thereon," while the accepted meaning is extrusion of multiple 
layers or co-extrusion. It is suggested applicant amend the claim by replacing "through 
multi-extrusion" with "by first extruding the preform of the part and then placing the 
preform in a mold and forming the antibiotic layer thereon." 

Claim Rejections - 35 USC § 102 

7. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

8. Claims 1 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Niira 
et al. (US 5556699, previously cited). 

Niira discloses a method comprising for processing a part using a silver-based 
antibiotic substance, comprising the steps of: forming a preform of the part to have a 
thickness relatively smaller than that of a finished product of the part through an 
extrusion process (column 5, lines 1-15); mixing 0.05 to 0.1% by weight of the silver- 
based antibiotic substance (column 2, lines 54-59) in the form of pellets (column 4, lines 
18-24) with a resin based on the total weight of the resin; and forming an antibiotic layer 
on a surface of the preform of the part using the resin with the antibiotic substance 
mixed therewith (column 5, lines 1-15). It is noted that Miira's method is capable of 
processing a part of refrigerator. 
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As to claim 3, Niira discloses a process wherein the antibiotic layer is formed on 
the surface of the part of the refrigerator through multi-extrusion (column 5, lines 1-15). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 0. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 1 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Hamilton et al. (US 2004/0137202) in view of Nirra et al. 

Hamilton discloses a method comprising for processing a part using a silver- 
based antibiotic substance, comprising the steps of: forming a preform of the part to 
have a thickness relatively smaller than that of a finished product of the part through an 
extrusion process (figure 3, paragraph 0072); mixing a silver-based antibiotic substance 
in the form of pellets (paragraphs 0035-0037) with a resin; and forming an antibiotic 
layer on a surface of the preform of the part using the resin with the antibiotic substance 
mixed therewith (paragraphs 0055, 0072, 0138-0144). The reference is silent as to the 
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specific weight percent the silver based antibiotic substance comprises in the resin. 
Niira discloses a method of forming an antibiotic film on a part, and further discloses 
mixing 0.05 to 0.1% by weight of the silver-based antibiotic substance (column 2, lines 
54-59) in the form of pellets (column 4, lines 18-24) with a resin based on the total 
weight of the resin as discussed above. Niira further discloses that it preferable to mix 
0.05 to 0.1% of the silver based substance with a resin. Therefore, at the time the 
invention was made, it would have been obvious to one of ordinary skill in the art to mix 
0.05 to 0.1% of the silver based substance with a resin in the method of Hamilton as 
taught by Niira above. 

As to claim 7, Hamilton discloses that the silver based substance can be mixed 
into both an antibiotic layer and the part (paragraph 0020). Thus, Hamilton discloses a 
method wherein the preform of the finished product of the part is formed by means of a 
master batch method using the resin with the silver-based antibiotic substance mixed 
therewith. 

12. Claims 1 and 3 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Reese in view of Niira. 

Reese discloses a method for processing a part of a refrigerator (column 7, line 
56-61 ) comprising the steps of: forming a preform 1 1 of the part to have a thickness 
relatively smaller than that of a finished product of the part through an extrusion process 
(figure 1) and forming a layer 16 comprising resin on a surface of the preform of the part 
(column 2, lines 16-61) The reference is silent as to a method wherein the layer is 
formed by mixing 0.05% to 0.1% by weight of a silver based antibiotic substance in the 
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form of pellets with a resin and forming an antibiotic layer on a surface of the preform of 
the part using the resin with the antibiotic substance mixed therewith. Niira discloses a 
method of forming an antibiotic layer on the preform of a part, said layer formed by 
mixing 0.05 to 0.1% by weight of the silver-based antibiotic substance (column 2, lines 
54-59) in the form of pellets (column 4, lines 18-24) with a resin based on the total 
weight of the resin. The advantage of forming an antibiotic layer on a part is that said 
layer gives the part antibiotic properties. Therefore, at the time the invention was made, 
it would have been obvious to one of ordinary skill in the art to modify the method of 
Reese by forming an antibiotic layer taught by Niira onto the preform of the part of 
Reese. 

As to claim 3, Reese teaches a method wherein the antibiotic layer is formed on 
the surface of the part through multi-extrusion (figure 1). 

13. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over Niira as 
applied to claim 1 above, and further in view of Myers (2002/0185199). 

Niira discloses the limitations with respect to claim 1 as discussed above, and the 
reference further discloses a method wherein the silver-based substance comprises an 
oxide of an Ag ion and a zinc oxide (Reference Example). Niira is silent however, as to 
the presence of zirconium phosphate and applicants claimed weight percent 
composition. Myers discloses a method of mixing a silver based antibiotic substance 
with a resin, and forming a layer comprising the mixed substance on the surface of a 
part. The reference further discloses that it known the art for said silver based 
substance to further contain zinc oxide and zirconium phosphate (paragraphs 66, 78, 
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92, 22, claim 1). The presence zirconium phosphate further enhances the antibiotic 
properties of the mixture. Although Myers is explicitly silent as to applicants claimed 
composition, the examiner asserts one of ordinary skill in the art would have achieved 
applicant's claimed substance composition by performing routine experimentation. 
Absent any unexpected results presented by the applicant, the claimed composition 
does not patentably distinguish the instantly claimed method from the prior art. At the 
time the invention was made, it would have been obvious to one of ordinary skill in the 
art to modify the method of Miira such that the silver based substance contains 
zirconium phosphate as taught by Myers. Additionally, at the time the invention was 
made, it would have been obvious to one of ordinary skill in the art to use a silver based 
substance comprising applicant claimed composition, as achieving such a composition 
is well within the purview of one of ordinary skill in the art. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to CHRISTOPHER SCHATZ whose telephone number is 
571-272-6038. The examiner can normally be reached on Monday through Friday 9 AM 
to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Crispino can be reached on 571-272-1226. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/CHRISTOPHER SCHATZ/ 
Examiner, Art Unit 1791 

/Richard Crispino/ 

Supervisory Patent Examiner, Art Unit 1791 



